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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 19 January 2005 . 
2a)£3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 7-77 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E<] Claim(s) 7-77 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Tke amendment of January 19, 2005 has teen received and entered. 

Specification 

1. Tke disclosure is objected to because of tke following informalities: (1) at pages 8, 9, 10 
and 13 grapks are provided in tke specification. Tkese are drawings tkat need to ke removed 
from tke specification and reprovided as drawings, witk figure numbers. Tke specification skould 
be amended accordingly to reflect tkat tkat grapks are now figures. (2) at page 28, pkotograpk 
type drawings are provided in tke specification. Tkese are drawings tkat need to ke removed from 
tke specification and reprovided as drawings, witk figure numbers. Tke specification skould be 
amended accordingly to reflect tkat tkat grapks are now figures. 

Appropriate correction is required. 

2. New corrected drawings in compliance witk 37 CFR 1.121(d) are required in tkis 
application because as discussed in tke paragrapk above, drawings were improperly provided in tke 
specification. Applicant is advised to employ tke services of a competent patent draftsperson 
outside tke Office, as tke U.S. Patent and Trademark Office no longer prepares new drawings. 
Tke corrected drawings are required in reply to tke Office action to avoid abandonment of tke 
application. Tke requirement for corrected drawings will not ke keld in akeyance. 
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3. Tke Examiner notes that in response to tke paragraph 1 objection above, in the January 
19/ 2005 amendment, applicant requested that the objection he held in aheyance until allowable 
claims have been indicated. However, this objection will no longer be held in abeyance as drawing 
corrections are required (as discussed by paragraph 2 above). 

4. The objection to the specification as failing to provide proper antecedent basis for the 
claimed subject matter is withdrawn due to applicant's amendments to page 29. 

5. The amendment filed Jan. 29, 2005 is objected to under 35U.S.C. 132 b ecause it 
introduces new matter into the disclosure. 35 U.S. C. 132 states that no amendment shall 
introduce new matter into the disclosure of the invention. The added material which is not 
supported by the original disclosure is as follows: 

in tbe provided amendment to page 29/ in the third paragraph, it is noted that the carbon 
dioxide is in an amount of from about 0.1 to about 1.0 weight percent of the "wood protectant 
fluid". This is new matter as there is no previous indication in the originally filed disclosure that 
the weight percent of the carbon dioxide is measured based on the amount of tke' wood 
protectant fluid". 

In the provided amendment to page 29, in the third paragraph, it is noted that the "mole 
ratio" of wood protectant to carbon dioxide is in a certain range. Tkis is new matter as there is 
no previous indication in the originally filed disclosure that the ratio is based on a "mole" ratio. 
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In the provided amendment to page 29/ in the fourth paragraph, it is noted that the pH is 
advantageously within a range of from ahout 9.0 to less than ahout 10.0 and preferably from 
ahout 93 to ahout 9.5. This entire paragraph is new matter, as there is no previous hasis or 
indication in the originally filed disclosure that the pH range should he as claimed. 

cant is required to cancel the new matter in the reply to this Office Action. 



Claim Objections 

6. The objections to claims 2, 5 and 8 because of informalities is withdrawn due to 
applicant's January 19/ 2005 amendments to the claims. 



Claim Rejections - 35 USC § 112 

7. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of tke manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enahle any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the hest mode 
contemplated hy the inventor of carrying out his invention. 

8. Claims 1-8 and 10-17 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which was 
not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of tke 



claimed invention. 
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In claim 1, last 2 lines, applicant has amended the claim to provide that "the pH of the 
resulting fluid is from about 9.0 to less than about 10.0". Tkis is new matter because no basis is 
provided in tbe originally filed disclosure for tkis range. 

In claim 8, last two lines, impregnation of tbe listed agents occurs "at tbe time said wood 
substrate is impregnated with wood protectant." This is new matter because no basis is provided 
in the originally filed disclosure for this timing. 

In claims 10-11, the carbon dioxide amount is measured based on the weight of the 
"wood protectant fluid". This is new matter because no basis is provided in the originally filed 
disclosure for this measurement. 

In claims 12-13, the ratio of the wood protectant to carbon dioxide is a "mole ratio". 
This is new matter because no basis is provided in the originally filed disclosure for the use of a 
mole ratio. 

In claim 15, last two lines, the claim now requires that "the pH of this resulting fluid is 
from about 9.0 to less than about 10.0". This is new matter because no basis is provided in the 
originally filed disclosure for this range. 

In claim 16, last two lines, impregnation of the listed agents occurs "before or after said 
wood substrate is impregnated with wood protectant." This is new matter because no basis is 
provided in the originally filed disclosure for this timing. 

In claim 17, line 1, the claim requires that "the pH is from about 9.3 to less than about 
9.5". This is new matter because no basis is provided in the originally filed disclosure for this 
range. 
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Tke otner dependent cl aims do not cure the defects of the claims from which they depend. 

9. The following is a quotation of tke second paragraph of 35 U.S.C. 112: 

Tke specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
suhject matter which the applicant regards as his invention. 

10. Claims 1-8 and 10-17 are rejected under 35 U.S.C. 112, second paragraph, as heing 
indefinite for failing to particularly point out and distinctly claim the suhject matter which 
applicant regards as the invention. 

Claim 1, line 7, "the resulting fluid" lacks antecedent hasis, and is unclear whether the 
fluid for impregnation is referred to or the fluid after impregnation. 

Claim 15, line 9, "this resulting fluid" lacks antecedent hasis, and is unclear whether the 
fluid for impregnation is referred to or the fluid after impregnation. 

The other dependent claims do not cure the defects of the claims from which they depend. 

Claim Rejections - 35 USC §102 

11. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the hasis for the rejections under this section made in this Office action: 

A person shall he entitled to a patent unless - 

the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

12. Claims 9 and 14-15 are rejected under 35 U.S.C. 102(h) as heing anticipated hy WO 
00/27547 (hereinafter '547). 
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'547 teaches a method of performing an impregnating treatment on a resin containing 
wood substrate using a fluid. See pages 8-10. A wood substrate is provided. Page 8. The 
substrate is contacted with the fluid. Pages 8-10. Contact between the wood suhstrate and the 
fluid is maintained for a time period sufficient to obtain the desired penetration. Page 8. The 
fluid is a wood protectant with carbon dioxide added thereto. Pages 8-10. 

Claim 9: in order to provide a lignocelluolosic product (wood) resistant to insect and 
fungal attach, the wood is treated with an impregnant of pesticide or fungicide and carbon 
dioxide. See pages 8-10. 

Claims 14-15: a protected wood product is produced hy the method of claim 1. see page 
18, line 30 through page 19/ line 5. 

While '547 does not teach the pH range of claim 1 (from which claim 10 depends) or 
claim 15, this pH range does not affect the structure required by the product claims 14 and 15, 
and '547 provides a wood product penetrated to the desired extent with the protectant material, 
which is the structure required by the product claim. 

13. The rejection of claims 1, 3-4, 8 and 14-15 under 35 U.S.C. 102(b) as being anticipated 
by Dahlgren (US 3976594) is withdrawn due to the amendments of January 19, 2005. 



14. Claims 9 and 14-15 are rejected under 35 U.S.C. 102(d) as being anticipated by Hager 

(US 4287239). 



Application/Control Numter: 10/631,280 Page 8 

Art Unit: 1762 

Hag^jr teackes a metkod of performing an impregnating treatment on a resin containing 
wood substrate using a fluid. Column 1, lines 45-55 and column 5, lines 35-68. A wood 
sukstrate is provided. Column 5, lines 35-45. Tke substrate is contacted witk tke fluid. Column 
5, lines 35-68. Contact ketween tke wood sukstrate and tke fluid is maintained for a time period 
sufficient to oktain tke desired penetration. Column 5, knes 35-68. Tke fluid is a wood 
protectant witk carkon dioxide added tkereto. Column 3, lines 40-55 and column 4, lines 1-15. 

Claim 9: in order to provide a lignocelluolosic product (wood) resistant to insect and 
fungal attack, tke wood is treated witk an impregnant of pesticide or fungicide and carbon 
dioxide. Column 1, lines 45-55, column 5, lines 35-68, column 3, lines 40-55 and column 2, 
lines 15-25. 

Claims 14-15: a protected wood product is produced ky tke metkod of claim 1. column 
5, lines 35-68. 

Wkile Hagar does not teack tke pH range of claim 1 (from wkick claim 10 depends) or 
claim 15, tkis pH range does not affect tke structure required by tke product claims 14 and 15, 
and Hagar provides a wood product penetrated to tke desired extent witk tke protectant material, 
wkick is tke structure required ky tke product claim. 

15. Claims 9 and 14-15 are rejected under 35 U.S.C. 102(k) as keing anticipated ky Japan 
11-000904 (kereinafter '904). 

'904 teackes a metkod of performing an impregnating treatment on a resin containing 
wood sukstrate using a fluid. See tke akstract. A wood sukstrate is provided. See tke akstract. 
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The substrate is contacted with the fluid. See the abstract. Contact between the wood substrate 
and the fluid is maintained for a time period sufficient to obtain the desired penetration. See the 
abstract. The fluid is a wood protectant with carbon dioxide added thereto. See the abstract. 

Claim 9: in order to provide a lignocelluolosic product (wood) resistant to insect and 
fungal attack, trie wood is treated witk an impregnant of pesticide or fungicide and carton 
dioxide. See the abstract (the materials listed) and paragraph [0001].. 

Claims 14-15: a protected wood product is produced by the method of claim 1. See the 
abstract. 

While '904 does not teach the pH range of claim 1 (from which claim 10 depends) or 
claim 15, this pH range does not affect the structure required by the product claims 14 and 15, 
and '904 provides a wood product penetrated to the desired extent with the protectant material. 

Claim Rejections - 35 USC §103 

16. The rejection of claim 4 under 35 U.S.C. 103(a) as being unpatentable over '547 as 
applied to claims 1-3, 5-9 and 14-15 above, and further in view of Dahlgren (US 3976594) is 
withdrawn due to the January 19, 2005 amendments to the claims. 

17. The rejection of claims 10-13 under 35 U.S.C. 103(a) as being unpatentable over 
Dahlgren (US 3976594) is withdrawn due to the January 19, 2005 amendments to the claims. 
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18. Tke rejection of claims 12-13 under 35 U.S.C. 103(a) as being unpatentable over Hager 
(US 4287239) is witkdrawn due to the January 19/ 2005 amendments to tne claims. 

Response to Arguments 

19. Applicant's arguments filed January 19, 2005 have been fully considered tut they are not 
persuasive. 

As to claims 1-8 and 10-17, these claims are all rejected as containing new matter and 
having 35 USC 112, second paragraph problems as discussed in the new rejections above. 

As to claims 9 and 14-15, these claims are also rejected under 35 USC 102 for the 
reasons discussed above. 

As to applicant's arguments as to the 35 USC 102 rejections of claims 9 and 14-15: 
(1) as to '547 being nonaqueous with only two biocides with anti- fungal activity, the Examiner 
has reviewed tkis argument, however the claims do not require aqueous material and as discussed 
at page 9, lines 20-25, the material can be one or more materials that can be fungicides or 
insecticides. As to '547 having a different reason and method of using carbon dioxide, the 
Examiner has reviewed this argument, however the use of carbon dioxide is such as to provide an 
identical product of tke structure as claimed, which is all that is required to reject the product 
claims 9 and 14-15. (2) as to Hager requiring the long conditioning to improve penetration, the 
Examiner has reviewed this argument, however, the resultant product claims would be the same. 
As to Hager requiring the drying and warming as described, the Examiner has reviewed this 
argument, however, the resultant product claims would be the same. As to Hager using more 
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carton dioxide, tke Examiner has reviewed tkis argument, kowever tke use o£ carkon dioxide is 
suck as to provide an identical product of tke structure as claimed, wkick is alltkat is required to 
reject product claims 9 and 14-15. As to tke pH of tke Hager formulation, tke Examiner kas 
reviewed tkis argument, kowever, as discussed in tke rejection akove, tke pH used does not affect 
tke resultant structure of tke product. As to tke use of kiocarkonate, tke Examiner kas reviewed 
tkis argument, however, tkis is not prevented ky tke claims as worded. As to tke process of 
diffusion, tke Examiner kas reviewed tkis argument, kowever, tkis does not affect tke resulting 
structure of tke product as claimed. (3) as to '904 kaving a different use of carkon dioxide, tke 
pH range, aqueous system, and temperature, and ultrasonic energy, tke Examiner kas reviewed 
tkis argument, kowever, tkis does not affect tke resulting structure of tke product of claims 9 and 
14-15 as claimed. 

Conclusion 

20. Applicant's amendment necessitated tke new ground(s) of rejection presented in tkis 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of tke extension of time policy as set fortk in 37 CFR 1.136(a). 

A skortened statutory period for reply to tkis final action is set to expire THREE 
MONTHS from tke mailing date of tkis action. In tke event a first reply is filed witkin TWO 
MONTHS of tke mailing date of tkis final action and tke advisory action is not mailed until 
after tke end of tke THREE-MONTH skortened statutory period, tken tke skortened statutory 
period will expire on tke date tke advisory action is mailed, and any extension fee pursuant to 37 
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CFR 1.136(a) will be calculated from tke mailing date of tne advisory action. In no event, 
however, will tke statutory period for reply expire later tkan SIX MONTHS from tke date of tkis 
final action. 



21. Any inquiry concerning tkis communication or earlier communications from tke 
examiner skould ke directed to Katkerine A. Bareford wkose telepkone numker is (571) 272- 
1413. Tke examiner can normally ke reacked on M-F(6:00-3:30) witk tke First Friday off. 

if attempts to reack tke examiner ky telepkone are unsuccessful, tke examiner's 
supervisor, Timotky Meeks can ke reacked on (571) 272-1423. Tke fax pkone numkers for tke 
organization wkere tkis application or proceeding is assigned are (703) 872-9306 for regular 
communications and for After Final communications. 

Otker inquiries can ke directed to tke Teck Center 1700 telepkone numker at (571) 

272-1700. 

Furtkermore, information regarding tke status of an application may ke oktained from 
tke Patent Application Information Retrieval (PAIR) system. Status information for puklisked 
applications may ke oktained from eitker Private PAIR or Puklic PAIR. Status information for 
unpuklisked applications is availakle tkrougk Private PAIR only. For more information akout 
tke PAIR system, see kttp://pair-direct.uspto.gov . Skould you kave questions on access to tke 
Private PAIR system, contact tke Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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